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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-3, 6-7 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pines et al. (U.S. Pat. 4,184,004) in view of Eckberg et al. (U.S. Pat. 
5,539,013). 

Regarding claims 1-3 and 10: Pines et al. teaches a polyoxyalkylene 
polymer/oxyalkylene polymer main skeleton (col. 2 lines 4-6) with an epoxy containing 
siloxane end group, MD x D' y D" z M where M of formula (1) (col. 2 line 13) is (Chh^SiOos 
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(col. 2 line 16), D is (CH 3 ) 2 SiO (col. 2 lines 29-32), D' is CH 3 R 1 SiO (col. 2 lines 45 & 34), 
wherein R 1 is a polyoxyalkylene unit (POXA), (col. 2 line 47) and D" is CH 3 R 2 SiO (col. 2 
lines 67 & 34), wherein R 2 is a monovalent organic radical containing at least one vicinal 
epoxy group (col. 2 lines 68). Pines et al. teaches the epoxy group with either alkyl or 
ether linkage between the hydrocarbon group and the epoxy group (col. 3 lines 30-34). 
Additionally, wherein x=10, which corresponds to the instant n, y=1-x, which 
corresponds to the instant I, and z =1 , which corresponds to the instant m (col. 3 lines 
1 3-50). When x=1 0 and y=1 -1 0 (x), the instant m+n is greater than 1 0 and less than 20. 
See figure below. 

% 1 

RafefBoee US Patent # 4,184,004 




x*10toS00Q 
y » 1 to x 
z m 1 to 0 Jk 



Pines et al. does not teach a polymer with an epoxy containing siloxane at both 
ends. However, Eckberg et al. teaches a polyoxyalkylene polymer whereby there are 
epoxy containing siloxane groups at both ends (col. 5 lines 10-50). These epoxy groups 
contain from 2-20 carbon atoms. Pines et al. and Eckberg et al. are combinable 
because they are both concerned with the same field of endeavor, namely epoxy 
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functional ized organosilicone polymers. At the time of the invention a person having 
ordinary skill in the art would have found it obvious to combine the end group synthesis 
of Eckberg et al. with the polymer of Pines et al. and would have been motivated to do 
so for such desirable properties as a highly flexible, hydrophilic polymer. 

Regarding claims 6 and 7: The patentability of a product does not depend on its 
method of production. See MPEP 21 13. Therefore the product as claimed has been 
taught by the references as set forth above. 

Claims 4 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pines et al. (U.S. Pat. 4,184,004) in view of Eckberg et al. (U.S. Pat. 5,539,013) as 
applied to claim 1 above and in further view of Okamoto et al. (US 2001/0031315) when 
taken with Nakagawa et al. (US 2002/0137841). 

Regarding claims 4 and 1 1 : Pines et al. teaches the basic polymer with a 
polyoxyalkylene/polyether skeleton as set forth above. Not disclosed is the polymer has 
a saturated hydrocarbon skeleton selected from the group consisting of polyisobutylene, 
hydrogenated polyisoprene, hydrogenated polybutadiene and copolymers thereof. 
However, Okamoto et al. teaches a saturated hydrocarbon polymer with a silicon group 
(abstract) with a backbone of polymerized isobutylene, hydrogenated butadiene or 
isoprene (para. 60) with a molecular weight between 1000 and 20,000 (para. 66). Pines 
et al. and Okamoto et al. are combinable because they are both concerned with the 
same field of endeavor, namely functional group terminated polymers in which the 
backbone structure of the polymer produces desirable physical properties for the final 
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cured product. As evidenced by Nakagawa et al., polyethers and polyisobutylene, 
hydrogenated polybutadiene and hydrogenated polyisoprene are functional equivalents 
in a similar polymer (para. 3). At the time of the invention a person having ordinary 
skill in the art would have found it obvious to choose polyisobutylene, hydrogenated 
polybutadiene or hydrogenated polyisoprene as a polymer skeleton from a finite number 
of identified, predictable solutions for polymer skeletons, i.e. it would have been 
"obvious to try" the specific polymer structure of hydrocarbons for excellent heat 
resistance and durability. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pines et 
al. (U.S. Pat. 4,184,004) in view of Eckberg et al. (U.S. Pat. 5,539,013) as applied to 
claim 1 above and in further view of Nakagawa et al. (US 2002/01 37841 ). 

Regarding claim 12: Pines et al. teaches the basic polymer as set forth above. 
Not disclosed is the polymer skeleton is a vinyl polymer with a number average 
molecular weight is 5,000-50,000. However, Nakagawa et al. teaches a similar polymer 
with a vinyl backbone (para. 1) and a number average molecular weight between 5,900 
and 25,400 (table 1). Pines et al. and Nakagawa et al. are combinable because they 
are both concerned with the same field of endeavor, namely functional group terminated 
polymers in which the backbone structure of the polymer produces desirable physical 
properties for the final cured product. At the time of the invention a person having 
ordinary skill in the art would have found it obvious to combine the vinyl polymer 
backbone of Nakagawa et al. with the polymer of Pines et al. and would have been 
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motivated to do so for such desirable properties as high weather resistance, 
transparency and other characteristics which polyether polymers do not have, as 
evidenced by Nakagawa et al. (para. 4). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-3, 4, 6, 7 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 5, 6, 7, 8 of 
copending Application No. 1 1/373306. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the copending application 
claims a hydrocarbon polymer selected from polyisobutylene hydrogenated 
polybutadiene, hydrogenated polyisoprene and copolymers thereof, oxyalkylene 
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polymer or a vinyl polymer as a main chain skeleton with end groups that can be of the 
instant formula (1) or (2) and containing the specific epoxy functional groups of instant 
formula (3) and (4) and produced by the same methods as in instant claims 6 and 7. 
Although the claims are not identical, the subject matter of the instant claims are fully 
encompassed by the scope of the claims of the copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

Applicant's arguments filed May 19, 2008 have been fully considered but they are 
not persuasive, because: 

A) Applicant's arguments that Pines et al. does not teach an oxyalkylene 
polymer with the epoxy containing silicon group at its ends is not persuasive. The 
polymer of Pines et al. is an oxyalkylene polymer with one end terminated in the epoxy 
containing silicon group. The combination of references teaches all of the claim 
limitations. 

B) In response to applicant's arguments against the references of Pines et al. 
and Eckberg et al. individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Further, Eckberg et al. does teach "the 
incorporation of the polyether block (polyoxyalkylene) into the silicone backbone" as 
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applicant states on page 6 of the remarks section. It is not germane from which section 
of the Eckberg et al. polymer the properties are derived since that is not presented in 
the instant claims. 

Applicant's arguments with respect to claim 4 have been considered but are moot 
in view of the new ground(s) of rejection. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MEGAN ARNBERG whose telephone number is 
(571 )270-3292. The examiner can normally be reached on Monday - Friday 7:30-5:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. A./ 

Examiner, Art Unit 1796 

/James J. Seidleck/ 

Supervisory Patent Examiner, Art Unit 1796 



